
iTED States Patent and Trademark Office 




UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13- J 450 
www.uspio.gov 



j APPLICATION NO, 


1 FILING DATE | 


FIRST NAMED INVENTOR 


1 ATTORNEY DOCKET NO. | 


CONFIRMATION NO. | 


10/681,034 


10/08/2003 


Michael A. Kerr 


KERR 01.03 


2717 



Michael A. Kerr 
Virtual Legal 
Ste.211 

777 E. William St. " 
Carson City, NV 89701 



EXAMINER 



SAGER, MARK ALAN 



ART UNIT 



PAPER NUMBER 



] 



3714 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 



01/08/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
froin the mailing date of this communication. 



PTOL.90A (Rev. 10/06) 



Office Action Summary 



Application No. 
10/681.034 


Applicant(s) 
KERR. MICHAEL A. 


Examiner 

M. A. Sager 


Art Unit 

3712 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) ^ Responsive to communication(s) filed on 08 September 2006 . 
23)13 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 21-40 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 21-40 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing{s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawin9(s) is objected to. See 37 CFR 1.121(d), 

II) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152, 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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Priority 

^ It is noted that the cross reference to related applications on page 1 is inconsistent with 
pf O records in that provisional application 60/266856 regards 'ISOLATED HUMAN G- 
PdOTElN COUPLED RECEPTORS, NUCLEIC ACID MOLECULES ENCODING 
HtJMAN GPCR PROTEINS, AND USES THEREOF ' to Ellen Beasley rather than instant 
applicant and thus no benefit is provided to claimed priority. Thus, priority of instant application 
g^ppears to be July 5, 2001 as per filing of parent application. 

Claim Objections 

2 Claim 34 is objected to because of the following informalities: 'an' (line 4) rather than 
..^jid". Appropriate correction is required. 

Claim Rejections - 35 USC §102 

3 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
j^^sis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4 Claims 21-31, 34-36 and 38-40are rejected under 35 U.S.C. 102(b) as being anticipated 
j^y Schneier. Schneier discloses a gaming system and method comprising a first wireless 
j^gtwork access device such as a handheld, PDA or wireless phone (5:29-39, 7:25-41, 50:13-15) 
configured to receive a two factor authentication input associated with a user such as 
jjentification and password, a smart card and biometric of user (7:48-8:1, 12:15-13:36, 15:11- 
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l6:50, 17:43-63, 27:28-28:44, 29:36-8), the first wireless network access device having a 
plurality of security identification information associated with the first wireless network access 
^jevice such as cryptographic keys which are used to encrypt and decrypt communicafions 
l^gtv/een verification system and each of the network access devices (1 1 :25-33, 14: 17-34), a 
gan^i^g system that is configured to communicate with the wireless network access device (5:29- 
4g^ 7:16-31, 9:12-15, 36:26-37:12), a registration database that stores registration data associated 
y^ith each user (22:31-23:37, ref. 48), a verification system in communication with wireless 
j^^twork access device and registration database to verify user is a registered user by comparing 
the two factor authentication input to information in registration database (23:9-37, 27:28-28:27), 
verification system configured to secure communications with wireless network access device by 
verifying the plurality of security information provided by wireless network access device (i.e. 
resultant from wireless device possessing proper/correct encryption keys, sic), a gaming server 
that generates a game output that is communicated to first wireless network access device to be 
accessible after verifying wireless network device is secure device and verifying user has 
j.ggistered (36:26-37:12), transactional system configured to monitor transactions between 
tireless network access device and gaming system (ref 502). 

5 Claims 21-22, 25-31 and 33-40 are rejected under 35 U.S.C. 102(e) as being anticipated 

Karmarkar (6509709). Karmarkar discloses a gaming system and method (1 :66-3:55, figs. 
lA-17) comprising a first wireless network access device such as a handheld or portable remote 
player device with wireless interface (7:20-47, 8:21-63, figs. 1-17, esp. figs 2, 5, 8) configured to 
receive a two factor authentication input associated with a user such as license/id/smart card and 
jjioiTietric of user (8:21-9:33, 14:20-15:48, 165:59-61), the first wireless network access device 
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having a plurality of security identification information associated with the first wireless network 
access device such as cryptographic keys which are used to encrypt and decrypt communications 
between verification system and each of the network access devices (13:14-16, 14:20-15:48, esp. 
15:1-3), a gaming system that is configured to communicate with the wireless network access 
device (8:21-9:65, 10:20-13:16, 13:49-16:44, 21:31-45, figs. 1-17), a registration database that 
stores registration data associated with each user (ref. 42), a verification system in 
communication with wireless network access device and registration database to verify user is a 
registered user by comparing the two factor authentication input to information in registration 
database (8:21-9:33, 13:14-16, 14:20-15:20), verification system configured to secure 
communications with wireless network access device by verifying the plurality of security 
information provided by wireless network access device (i.e. resultant from wireless device 
possessing proper/correct encryption keys, sic), a gaming server that generates a game output 
that is communicated to first wireless network access device to be accessible after verifying 
wireless network device is secure device and verifying user has registered (8:21-9:33, 10:20- 
13:16, 13:49-16:44, 21:31-45), transactional system configured to monitor transactions between 
wireless network access device and gaming system (figs. 1-17, ref. 42), wherein the plurality of 
identification information associated with each wireless access device comprises an IP address as 
inherent for remote secure access (8:21-9:33, ref 120, 122). It is reiterated to Applicant that an 
inventor must only disclose that material which is new or novel and preferably omits any 
material that is conventional. Such is the situation regarding MAC identification or IP address 
for Karmarkar. Finally, Karmarkar teaches broadcasting a video stream to wireless access 
device (1:66-3:55, fig. 1-17). 



Application/Control Number: 1 0/68 1 ,034 Page 5 

Art Unit: 3712 

6. Claims 21-22, 24-31 and 34-40 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Bradford (6709333). Bradford discloses a gaming system and method comprising a first 
wireless network access device such as a handheld device with RF interface, i.e. a PDA (5:36-54, 
claims 1,5, 12,15 therein) configured to receive a two factor authentication input associated with 
a user that comprises a ID and password, a biometric and a smart card (2:64-4:7, 5:36-7:34, 
claims 1-17 therein), the first wireless network access device having a plurality of security 
identification information associated with the first wireless network access device (inherent for 
wagering game devices to utilize encryption techniques/processes of encryption/decryption keys 
or algorithms per Gaming Control Board requirements to be approved as secure device, as 
evidence only see Karmarkar @ 12:39-43), a gaming system configured to communicate with 
wireless network access device (5:36-54, 7:35-56), a registration database that stores registration 
data associated with each user (5:36-7:34, 10:21-16:47), a verification system in communication 
with wireless network access device and registration database to verify user is a registered user 
by comparing the two factor authentication input to information in registration database (13:19- 
14:2), configured to secure communications with wireless network access device by verifying 
the plurality of security information provided by wireless network access device (sic), a gaming 
server that generates a game output that is communicated to wireless network access device 
configured to be accessible after verifying wireless network access device is a secure device and 
after verifying user has registered where any game device stated by Bradford includes game 
device that receives game output generated by gaming system/server (7:35-10:19, 13:19-4:2), a 
transactional system configured to monitor transactions between wireless network access device 
and gaming system (fig 10-15). 
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Claim Rejections - 35 USC §103 

7. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schneier in view 
of Karmarkar. Schneier discloses system and method (sic) except broadcasting a video stream to 
the wireless network device. Karmarkar discloses a system and method including a wireless 
network access device teaching broadcasting a video stream to the wireless network access 
device (abstract, 1 :66-3:55) so as to provide a virtual casino type gaming system and more 
particularly to provide an regulated off-site and regulated internet gaming experience (1 :8-l 1) 
from the productize of each game episode into a reusable multimedia gaming episode content 
(10:20-48). Thus it would have been obvious to an artisan at a time prior to the invention to add 
broadcasting a video stream to the wireless network access device as taught by Karmarkar to 
Schneier so as to provide a virtual casino type gaming system and more particularly to provide 
an regulated off-site and regulated internet gaming experience (1 :8-l 1) from the productize of 
each game episode into a reusable multimedia gaming episode content (10:20-48). 

8. Claim 32-33 is rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Bradford or Karmarkar or Schneier each in view of either TuUey (67 1 963 1 ) or Xidos (58511 49). 
Bradford, Karmarkar and Schneier each discusses communication between gaming system and 
wireless network access device over internet but each lacks explicitly stating identification 
information associated with each wireless access device comprises a MAC identification or an IP 
address. Tulley (1 1:17-42, fig. 6) and Xidos (abstract, 1:47-3:52, 9:8-20) each disclose 
communication between a gaming system and a network access device over internet teaching 
identification information associated with network access device comprises an IP address for 
remote terminal/device identification. Thus, it would have been obvious to an artisan at a time 
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prior to the invention to add IP address, as claimed, as taught by either Tulley or Xidos to either 
Bradford or Karmarkar or Schneier for remote terminal/device identification. Further, MAC 
identification is a unique code for identifying a memory device or computer that fails to 
patentably distinguish over either Bradford or Karmarkar or Schneier each in view of either 
Tulley or Xidos at least since a unique address to identify v^ireless network access device 
provides same function for same reason/purpose so as to identify computing device as unique 
code used for MAC identification. In this instance, the unique IP address is providing same 
function for same purpose as unique code of MAC identification. 

9. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over either Bradford 
or Karmarkar in view of Schneier. Bradford and Karmarkar each discuss communication 
between gaming system and wireless network access device such as PDA or handheld device 
with RF or IR interface over internet (supra) but each lacks digital phone.. Schneier discusses 
communication over internet between gaming system and wireless network access device such as 
PDA or cellular phone (sic). A cellular phone is a digital phone. Thus, it would have been 
obvious to an artisan at a time prior to the invention to add digital phone as taught by Schneier to 
either Bradford or Karmarkar to increase accessibility to gaming system/method to users of 
digital phone. 

10. Claim 34 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bradford in view 
of Schneier. Alternatively, Bradford discusses communication over internet between gaming 
system and network access device (supra) but lacks cryptographic keys which are used to encrypt 
and decrypt communications between the verification system and each of the network access 
devices. Schneier discusses communication over internet between gaming system and wireless 



Application/Control Number: 1 0/68 1 ,034 Page 8 

Art Unit: 3712 

network access device where identification information associated with each wireless access 
device comprises cryptographic keys which are used to encrypt and decrypt communications 
between the verification system and each of the network access devices (sic) to increase security. 
Therefore it would have been obvious to an artisan at a time prior to the invention to add 
cryptographic keys which are used to encrypt and decrypt communications between the 
verification system and each of the network access devices as taught by Schneier to Bradford to 
increase security. 

Response to Arguments 

1 1. Applicant's arguments with respect to claims 21-40 have been considered but are moot in 
view of the new ground(s) of rejection. 

12. Applicant's arguments filed Sep 8, 2006 have been fully considered but they are not 
persuasive. Regarding Applicants assertion that Schneier does not speak directly to stated 
features, in response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., plurality of 
identification information that is communicated to a gaming system, as asserted on page 7 of 
remarks) are not recited in the rejected claim(s). Ahhough the claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims. See In re Van 
Gems, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). In this instance, Schneier discloses 
system and method with a wireless access device such as cellular phone or PDA performing 
claimed 2 factor authentication such as via smartcard and biometric using secure communication 
such as encryption/decryption in a verification system to verify user is registered, as particularly 
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■ 

claimed. Further, Applicants analysis of Schneier is not persuasive for not considering what 
Schneler teaches to an artisan as a whole at a time prior to the instant invention. 

Conclusion 

13. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 

i 
t 

disclosure. Walker discloses remote gaming system and method comprising communication 

between gaming system and wireless network access device such as handheld portable device or 'i^ 

PDA with alphanumeric (PIN) and biometric authentication (2:9-7:35). Paravia discloses 

gaming system using location verification such as IP address. 

15. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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16. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS frorn the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 



17. Any inquiry concerning this communicafion or earlier communications from the 
examiner should be directed to M. A. Sager whose telephone number is 571-272-4454. The 
examiner can normally be reached on T-F, 0700-1730 hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Olszewski can be reached on 571-272-6788. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative izfT^ccess to the automated 
information system, call 800-786-9199 (IN USA OR CANAD^O or 571-272-1000. 



final action. 



M^. Sager 
Primary Examiner 
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